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Art Unit: 3692 

DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee 
set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1 .1 14. 
Applicant's submission filed on April 20, 2009 has been entered. 

2. Claims 1-14, 48, and 49 are pending in this application. 



Response to Arguments/Amendment 

3. Applicant's arguments with respect to claims 1-14, 48, and 49 have been 
considered but are moot in view of new grounds of rejection. 

In response to applicant's arguments regarding to claims 3-5 and 9-14 
rejected in 103 intended use, examiner submits that a recitation of the intended 
use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In this case, Hayosh's computer system is 
capable of receiving, printing and verifying the hash value containing in the MICR 
line of a check. Thus, it meets the claimed invention. Therefore, examiner 
maintains the 103 rejection intended use regarding to claims 3-5 and 9-14. 
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Double Patenting 

4. Claim 48 is objected to under 37 CFR 1 .75 as being a substantial 
duplicate of claim 49. When two claims in an application are duplicates or else 
are so close in content that they both cover the same thing, despite a slight 
difference in wording, it is proper after allowing one claim to object to the other as 
being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-2 and 48 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Regarding claims 1-2, the "if statement (recited in the last step of 
claim 1) renders the claim indefinite because it connotes optional language 
whereby the limitation potentially and alternative is not required to perform the 
limitation. 

Regarding to claim 48, claim elements "means for receiving...", "means 
for generating...", "means for printing", are means (or step) plus function 
limitations that invokes 35 U.S.C.112, sixth paragraph. However, the written 
description fails to disclose the corresponding structure, material, or acts for the 
claimed function. 
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Applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a 
means (or step) plus function limitation under 35 U.S.C. 1 1 2, sixth paragraph; or 

(b) Amend the written description of the specification such that it 
expressly recites what structure, material, or acts perform the claimed function 
without introducing any new matter (35 U.S.C. 132(a)). 

If applicant is of the opinion that the written description of the specification 
already implicitly or inherently discloses the corresponding structure, material, or 
acts so that one of ordinary skill in the art would recognize what structure, 
material, or acts perform the claimed function, applicant is required to clarify the 
record by either: 

(a) Amending the written description of the specification such that it 
expressly recites the corresponding structure, material, or acts for performing the 
claimed function and clearly links or associates the structure, material, or acts to 
the claimed function, without introducing any new matter (35 U.S.C. 132(a)); or 

(b) Stating on the record what the corresponding structure, material, or 
acts, which are implicitly or inherently set forth in the written description of the 
specification, perform the claimed function. For more information, see 37 CFR 

1 .75(d) and MPEP §§ 608.01 (o) and 2181 . 
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Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

8. Claims 1-2 and 6-8 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 6-8 are rejected under 35 U.S.C. 101 because the claims recite 
"instruction" that is not clearly computer executable instruction. 

Claims 1-2 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Based on Supreme Court 
precedent and recent Federal Circuit decisions, the Office's guidance to 
examiners is that a § 101 process must (1) be tied to a machine or (2) transform 
underlying subject matter (such as an article or materials) to a different state or 
thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk 
v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 
(1876). 

An example of a method claim that would not qualify as a statutory 
process would be a claim that recited purely mental steps. Thus, to qualify as a § 
101 statutory process, the claim should positively recite the other statutory class 
(the thing or product) to which it is tied, for example by identifying the apparatus 
that accomplishes the method steps, or positively recite the subject matter that is 
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being transformed, for example by identifying the material that is being changed 
to a different state. 

Here, applicant's method steps fail the first prong of the new Federal 
Circuit decision since they are not tied to a machine and can be performed 
without the use of a particular machine. The steps of "scanning, obtaining, 
providing" are not tied to a machine. Thus, claims 1-2 are non-statutory since 
they may be performed within the human mind. 

The mere recitation of the machine in the preamble with an absence of a 
machine in the body of the claim fails to make the claim statutory under 35 USC 
101 . Note the Board of Patent Appeals Informative Opinion Ex parte Langemyer 
etal. 



Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 



10. Claims 3-5, 9-14, and 49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hayosh, U.S. Patent No. 6,61 1 ,598. 
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Regarding to claims 3-5, 9-14, and 49 Hayosh discloses a check 
verification system comprising: 

a receiver, wherein the receiver is adapted to receive checks based on 
information provided thereto, the information including a MICR line that includes 
an ABA number of a bank and a customer account number... (column 2, lines 
18-65, laser printer); 

a check printer, wherein the check printer is adapted to print the information 
on the MICR line provided to the check verifier by an entity desiring 
authentication of a check presented for payment, along with the key provided to 
the check verifier... (column 14, lines 5-10, verification reader). 

a check verifier adapted to verify checks... 

a receiver configured to receive information... 

a check printer configured to access... 

Examiner submits that the claimed invention recites an intended use , 
although Hayosh fails to discuss the intended use which is to receive, print and 
verify the hash value containing in the MICR line of a check, Hayosh's computer 
system is capable of receiving, printing and verifying the hash value containing in 
the MICR line of a check. Therefore, it would have been obvious to one with 
ordinary skill in the art at the time the invention was made to modify Hayosh's to 
include the feature above for the purpose of enhancing the security in processing 
a check. 
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"The recitation of a new intended use for an old product does not make a 
claim to that old product patentable." In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 
1997). 

Examiner Note: To avoid the intended use in the claim language, the claims 
should be amended to delete the phrases "adapted to" and "configured to", for 
example: a receiver receiving checks. . . , a check printer printing the information, 
a check verifier verifying checks, etc... 



Conclusion 

1 1 . Claims 1-14, 48, and 49 are rejected. 

12. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to examiner Nga B. Nguyen whose 
telephone number is (571) 272-6796. The examiner can normally be reached on 
Monday-Thursday from 9:00AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kambiz Abdi can be reached on (571) 272-6702. 

13. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 
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(571) 273-8300 (for formal communication intended for 

entry), 
or 

(571) 273-6796 (for informal or draft communication, please 
label "PROPOSED" or "DRAFT"). 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/Nga B. Nguyen/ 

Primary Examiner, Art Unit 3692 



July 9, 2009 
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